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L REAL PARTY IN INTEREST 

The real party in interest for this appeal is: 

Hewlett-Parkard Development Company, L.P., a Texas Limited Partnership having its 
principle place of business in Houston, Texas. 

II. RELATED APPEALS, INTERFERENCES, AND JUDICIAL PROCEEDINGS 

There are no other appeals, interferences, or judicial proceedings which will directly 
affect or be directly affected by or have a bearing on the Board's decision in this appeal. 

III. STATUS OF CLAIMS 

A. Total Number of Claims in Application 
There are 22 claims pending in application. 

B. Current Status of Claims 

1. Claims canceled: None 

2. Claims withdrawn from consideration but not canceled: None 

3. Claims pending: 1-22 

4. Claims allowed: None 

5. Claims rejected: 1-22 

C. Claims On Appeal 

The claims on appeal are claims 1-22 

IV. STATUS OF AMENDMENTS 

Appellant did not file an Amendment after the Final Office Action mailed on 
February 25, 2005 (hereinafter the "Final Action"). As such, claims 1-22 are pending as 
submitted in the Amendment In Response to the Non Final Office Action filed on October 7, 
2004. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 

The summary is set forth in several exemplary embodiments that correspond to claims 
1,2, 10 and 19. Discussions about elements and recitations of these claims can be found at 
least at the cited locations in the specification and drawings. 

According to claim 1, the apparatus for converting analog video data into digital form 
comprises an analog video cassette player for producing analog video output (figure 1, 10,1 1, 
12; pg. 5,1^^ paragraph; pg. 5, 2"^ paragraph), an analog to digital converter for converting 
said analog video output into digital data (pg. 6, 1^^ paragraph), and at least one recorder 
employing a digital storage medium for storing said digital data (figure 1, 13, 14; pg. 5, 3^^ 
paragraph; pg. 5, 4^*^ paragraph). Further, according to claim 1, the cassette player, converter, 
and storage medium are disposed w^ithin a single container (see figure 1,10) wherein said 
digital storage medium is insertable into and removable fi-om said container (see figure 1,13; 
pg. 5, 3^*^ paragraph), and a key frame marker for inserting at least one marker into the digital 
data (pg. 6, 2^^ paragraph). 

According to claim 2, the apparatus for converting analog video data into digital form 
further comprises a video port of receiving analog video information for an external source 
(pg 5, 2"^ paragraph). 

According to claim 10, the method for preserving analog video data in digital form 
comprises the steps of providing a container (see figure 1, 10), producing analog video output 
from an analog video tape in said container ( figure 1, 11, 12; pg. 5, 1^^ paragraph), and 
converting said analog video output into digital video data in said container (pg. 6, 1^^ 
paragraph). Claim 10 also includes inserting a removable digital storage medium into said 
container (figure 1, 13, 14; pg. 5, 3^^* paragraph) and storing said digital video data in said 
digital storage medium in said container (pg. 5, 3^*^ paragraph). 

According to claim 19, the apparatus for preserving analog video data in digital form 
comprises a video cassette player for producing analog video output from an inserted video 
cassette (figure 1, 1 1, 12; pg. 5, 1^^ paragraph), an analog to digital converter for converting 
said analog video output into digital data thereby protecting said data against degradation of 
over time (pg. 6, 1^^ paragraph), and one of a CD recorder and a DVD recorder for storing 
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said digital data onto at least one inserted digital storage medium (see figure 1, 13, 14; pg. 5, 
1^^ paragraph; pg. 5, 3^^ paragraph), thereby transferring said analog video from said inserted 
cassette to said inserted digital medium (pg. 5, 3^^ paragraph). Further, according to claim 19, 
the video cassette player, analog to digital converter, and digital storage medium are disposed 
within a single container (see figure). 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether claims 1, 3-22 properly stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 5,446,599 issued to Lemelson (hereinafter ''Lemelson^^). 

Whether claim 2 properly stands rejected under 35 U.S.C. § 103(a) as being 
unpatentable ovor Lemelson in view of U.S. Patent No. 6,052,508 issued to Mincy et al 
(hereinafter ''Mincy''), 

VII. ARGUMENT 

Claims 1, 3-22 currently stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Lemelson alone. To establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art cited must teach or suggest all the 
claim limitations. In re Vaeck, 947 F,2d 488, 20 USPQ 2d 1438 (Fed. Cir. 1991); M.P.E.P § 
2143. Without conceding the first or second criteria, Appellant asserts that the rejection does 
not satisfy the third criteria. 

Lack of All Claim Limitations 

Claim 1 

To establish prima facie obviousness of a claimed invention, all the claim limitations 
must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 USPQ 580 
(CCPA 1974). Lemelson does not teach or suggest all the limitations of claim 1. 
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Claim 1 requires an analog video cassette player for producing analog video output. 
Claim 1 then requires an analog to digital converter for converting the analog video output, 
produced by the video cassette player, into digital data. Lemelson does not teach or suggest 
this limitation. The Examiner cites Lemelson as disclosing "an analog to digital converter for 
converting said analog video output into digital." (Final Action pg 3). Specifically, the 
Examiner points to Lemelson^ at col. 7 lines 10-18, for teaching an analog to digital converter 
as recited in claim 1, Appellant respectfully disagrees. This section oi Lemelson discloses 
"an analog-to digital converter 71 [receiving input sweep signals generated by Sweep signal 
generator 65], the output digital signals of which are passed to an address pointer 72." 
{Lemelson col. 7, lines 10-13). Nowhere does Lemelson teach or suggest an analog to digital 
converter for converting the analog video output, produced by the video cassette player, 
into digital data. Instead Lemelson teaches and suggests an analog to digital converter for 
converting analog information from a sweep generator (not a video cassette player) into 
digital data. 

Claim 1 also recites "at least one recorder employing a digital storage medium for 
storing said digital data, wherein said cassette player, said converter and said storage medium 
are disposed within a single container wherein said digital storage medium is insertable into 
and removable from said container." (emphasis added). The Examiner points to Lemelson^ at 
col. 12 lines 25-38, as disclosing "at least one recorder employing storage medium for storing 
the video data,. . .wherein said storage medium is inserted into and removable from said 
container." (Final Action pg 3). Appellant respectfully disagrees. This section of Lemelson 
discloses "a solid state memory 133 which may be connected, as shown, by means of 
pluggable contacts. . ..For recording, memory 133 is connected. . .by means of plug contact 
138." {Lemelson coL 12, lines 26-3 1). The Examiner's own citation makes clear that 
Lemelson discloses only a memory that may be plugged into, but not disposed within or 
inserted into, "the container," According to the Examiner's own contention, Lemelson 
discloses only a memory always remaining peripheral to, but not disposed within or 
insertable into, "the container." As such, nowhere does Lemelson teach or suggest that the 
cassette player, the converter, and the storage medium are disposed within a single container 
wherein the digital storage medium is insertable into and removable from the container. 
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Claims 2-9 depend from independent claim 1 and thus inherit all limitations of claim 
1 . Each of claims 2-9 set forth features and limitations not recited by Lemelson. Thus, the 
Appellant respectfully asserts that for at least the reasons set forth above, claims 2-9 are 
patentable over the 35 U.S.C. § 103 rejection of record. 

To establish prima facie obviousness of a claimed invention, all the claim limitations 
must be taught or suggested by the prior art. In re Toyka, 490 F.2d 981, 180 USPO 580 
(CCPA 1974). Lemelson does not teach or suggest all the limitations of claim 10. 

Claim 10 recites producing analog video output from an analog video tape in the 
container. The claim then recites converting the analog video output, produced by the 
analog video tape, into digital video data in the container. The Examiner simply states "the 
method of claim 10 is rejected for the same reasons discussed in apparatus claim 1 above." 
(Final Action pg 6). Therefore, the Appellant can respond to the Examiner's argument only 
by reiterating that the Examiner, at least in rejecting claim 1, has failed to show Lemelson 
discloses Appellant's claimed limitations. Again Lemelson discloses "an analog-to digital 
converter 71 [receiving input sweep signals generated by Sweep signal generator 65], the 
output digital signals of which are passed to an address pointer 72." {Lemelson col. 7, lines 
10-13). In other words, the section of Lemelson cited by the Examiner teaches an analog to 
digital converter for converting analog information from a sweep generator (not an analog 
video tape) into digital data. Nowhere does Lemelson teach or suggest producing analog 
video output from an analog video tape and then converting the analog video output into 
digital video data. 

Claim 10 further requires the steps of "inserting a removable digital storage medium 
into said container and storing said digital video data in said digital storage medium in said 
container." Lemelson does not teach or suggest these limitations. The Examiner points to 
Lemelson^ at col. 12 lines 25-38 for teaching these limitations. Appellant respectfiilly 
disagrees. This section of Lemelson discloses "a solid state memory 133 which may be 
connected, as shown, by means of pluggable contacts.... For recording, memory 133 is 
connected... by means of plug contact 138." Lemelson col. 12, lines 26-31). The Examiner's 
own citation makes clear that Lemelson discloses only a memory that may be plugged into^ 
but not disposed within or inserted into, "the container." According to the Examiner's own 
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contention, Lemelson discloses only a memory always remaining peripheral to, but not 
disposed within or insertable into, "the container." As such, nowhere does Lemelson teach or 
suggest inserting a removable digital storage medium into the container and storing the 
digital video data in the digital storage medium in the container. 

Claims 11-18 and 21 depend from independent claim 10 and thus inherit all 
limitations of claim 10. Each of claims 11-18 and 21 set forth features and limitations not 
recited by Lemelson. Thus, the Appellant respectfully asserts that for at least the reasons set 
forth above, claims 11-18 and 21 are patentable over the 35 U.S.C. § 103 rejection of record. 

Claim 19 

To establish prima facie obviousness of a claimed invention, all the claim limitations 
must be taught or suggested by the prior art. In re Royka, 490 F .2d 981, 180 USPO 580 
(CCPA) 1974). Lemelson does not teach or suggest all the limitations of claim 19. 

Claim 19 requires an analog to digital converter for converting said analog video 
output, produced by a video cassette player, into digital data thereby protecting said data 
against degradation of over time. The Examiner simply states "claim 19 is rejected for the 
same reasons as discussed in claims 1 and 4-5 above." (Final Action pg 7). Therefore, the 
Appellant can respond to the Examiner's argument only by reiterating that the Examiner, at 
least in rejecting claims 1 and 4-5, has failed to show Lemelson discloses Appellant's claimed 
limitations. Lemelson discloses "an analog-to digital converter 71 [receiving input sweep 
signals generated by Sweep signal generator 65], the output digital signals of which are 
passed to an address pointer 72." {Lemelson col. 7, lines 10-13). Nowhere does Lemelson 
teach or suggest an analog to digital converter for converting the analog video output, 
produced by the vidoe cassette player, into digital data. Instead, Lemelson teaches and 
suggests an analog to digital converter for converting analog information from a sweep 
generator (not a video cassette player) into digital data. 

Claim 19 further recites "one of a CD recorder and a DVD recorder for storing said 
digital data onto at least one inserted digital storage medium. . .wherein said video cassette 
player, said analog to digital converter, and said digital storage medium are disposed within a 
single container." Nowhere does Lemelson teach or suggest these limitations. Again, as 
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pointed out by the Examiner, Lemelson discloses a memory that may be plugged into, but is 
not disposed within, a container. {See Lemelson col. 12, lines 26-31). 

Claims 20 and 22 depend from independent claim 19 and thus inherit all limitations of 
claim 19. Each of claims 20 and 22 set forth features and limitations not recited by 
Lemelson. Thus, the Appellant respectfully asserts that for at least the reasons set forth 
above, claims 20 and 22 are patentable over the 35 U.S.C. § 103 rejection of record. 

Claim 2 

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable ov^r Lemelson in 
view of Mincy. To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art to modify the 
reference or to combine reference teachings. Second, there must be a reasonable expectation 
of success. Finally, the prior art cited must teach or suggest all the claim limitations. 
Without conceding the second criteria. Appellant asserts that the rejection does not satisfy the 
first or third criteria. 

Lemelson, as discussed above, does not teach "an analog to digital converter for 
converting said analog video output [from an analog video cassette player] into digital data." 
Also as discussed above, Lemeslon fails to teach "at least one recorder employing a digital 
storage medium for storing said digital data, wherein said cassette player, said converter and 
said storage medium are disposed within a single container wherein said digital storage 
medium is insertable into and removable from said container." Mincy is not relied upon to 
teach these missing limitations. Therefore, for at least the reasons given above in connection 
with independent claim 1 , the combination of Lemelson and Mincy fails to teach or suggest 
each of the limitations in claim 2. 

However, claim 2 additionally requires "a video port." A video port is a specific 
structure for receiving analog video information from an external source. The Examiner 
relies upon Mincy to teach the recited "video port." {see Final Action pg 8, paragraph 6). The 
Examiner states Mincy teaches "an EXT key for selecting external video" and that "it would 
have been obvious ... to incorporate the 'EXT' key as taught by Mincy et al into Lemelson' s 
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system in order to increase the flexibility of the system of Lemelson. . (Final Action pg 8). 
Appellant respectfully disagrees. Lemelson discloses "[that] the EXT key. . .selects external 
video rather than camera as the source for either program output, monitor output or recording 
or insertion as an event." {Lemelson col. 17, lines 61-64). However, an EXT key, simply 
pointed out as a button or toggle in Lemelson^ is plainly not a video port. Therefore, 
Appellant respectfully asserts that Examiner's proposed combination fails to teach each of 
Appellant's claimed limitations. 



VIIL CLAIMS 

A copy of the claims involved in the present appeal is attached hereto as Appendix A. 
As indicated above, the claims in Appendix A do include the amendments filed by Appellant 
on October 7, 2004. 



IX. EVIDENCE 

No evidence pursuant to 37 C.F.R. §§ 1.130, 1.131, or 1.132 or entered by or relied 
upon by the examiner is being submitted. 



X. RELATED PROCEEDINGS 

No related proceedings are referenced in 11. above, or copies of decisions in related 
proceedings are not provided, hence no Appendix is included. 
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APPENDIX A 

Claims Involved in the Appeal of Application Serial No. 09/368,792 

1 . Apparatus for converting analog video data into digital form, the apparatus 
comprising: 

an analog video cassette player for producing analog video output; 

an analog to digital converter for converting said analog video output into digital data; 

at least one recorder employing a digital storage medium for storing said digital data, 
wherein said cassette player, said converter and said storage medium are disposed within a 
single container wherein said digital storage medium is insertable into and removable from 
said container; and 

a key frame marker for inserting at least one marker into the digital data. 

2. The apparatus of claim 1, fiirther comprising: 

a video port for receiving analog video information from an extemal source. 

3. The apparatus of claim 1, wherein the video cassette player employs a VHS format. 

4. The apparatus of claim 1, wherein the digital storage medium is one of a CD R or a 
CD RW. 

5. The apparatus of claim 1, wherein the digital storage medium is a recordable DVD. 

6. The apparatus of claim 1, wherein the digital storage medium is selectable by the 

user. 

7. The apparatus of claim 1, further comprising: 

wherein the a key frame marker for marking marks abrupt changes in video image 
sequences, thereby enabling a user to readily locate a beginning and an end of a particular 
video sequence. 

8. The apparatus of claim 1, fiirther comprising: wherein the a key frame marker for 
marking marks positions in a sequence of said digital data at selectable time intervals. 
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9. The apparatus of claim 1, wherein the video cassette player employs the 8 mm 

format. 

10. A method for preserving analog video data in digital form, the method comprising 
the steps of: 

providing a container; 

producing analog video output from an analog video tape in said container; 
converting said analog video output into digital video data in said container; 
inserting a removable digital storage medium into said container; and 
storing said digital video data in said digital storage medium in said container. 

11. The method of claim 10 comprising the further step of: 

determining a required digital storage format prior to said step of converting based 
upon detection of a format of said inserted storage medium. 

12. The method of claim 10 comprising the further step of: 

inserting at least one marker in said digital video data to identify abrupt changes in 
video scenery, thereby enabling a user to readily identify particular video sequences during 
playing of said digital video data. 

13. The method of claim 10, comprising the further step of: 

inserting at least one marker in said digital video data at selectable time intervals, 
thereby enabling a user to readily move to selected chronological points in a video sequence 
during playing of said digital video data. 

14. The method of claim 10, wherein the digital storage medium is one of CD R or 
CDRW. 

15. The method of claim 10, wherein the digital storage medium is a recordable DVD. 

16. The method of claim 10, wherein the digital storage medium is digital tape. 

17. The method of claim 10, wherein the analog video tape is in VHS format. 

18. The method of claim 10, wherein the analog video tape is in 8 mm format. 
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19. Apparatus for preserving analog video data in digital form, the apparatus 
comprising: 

a video cassette player for producing analog video output from an inserted video 
cassette; 

an analog to digital converter for converting said analog video output into digital data 
thereby protecting said data against degradation of over time; and 

one of a CD recorder and a DVD recorder for storing said digital data onto at least 
one inserted digital storage medium, thereby transferring said analog video from said inserted 
cassette to said inserted digital medium, wherein said video cassette player, said analog to 
digital converter, and said digital storage medium are disposed v^ithin a single container. 

20. The apparatus of claim 19, further comprising: 

a key frame marker for inserting index markers in said digital data marking abrupt 
changes in video image sequences, and alternatively, at selectable time intervals. 

21. The method of claim 10, further comprising: 

removing the digital storage medium from said container after storing said digital 
video data in said digital storage medium. 

22. The apparatus of claim 19 wherein the digital storage medium is insertable into 
and removable from said single container. 
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